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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 8, 10-12, 16, and 25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Abels (4,193,405). 

With respect to claims 1,10, and 16, Abels discloses a surgical sponge system, 
as shown in figure 5, comprising a surgical sponge having a pocket and a flap hingedly 
attached, as shown in figure 5. A remotely detectable electronic marker is inserted 
within the pocket, as shown in figure 6, and the flap is closed and fastened by sealing 
the edges of the sponge, as shown in figure 7. The marker is attached to an interior 
surface of the sponge, as shown in figure 6. 

With respect to claims 2 and 1 1 , the pocket is in a corner of the sponge, as 
shown in figure 6. 

With respect to claims 3 and 12, the pocket is also proximal to the edge of the 
sponge, as shown in figure 6. 

With respect to claim 8, the flap is sewn closed, as shown in figure 7. 

With respect to claim 16, the electronic marker is a radio frequency electronic 
marker, as disclosed in column 2, lines 33-35. 
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With respect to claim 25, the interior portion of the sponge displaced by the 
electronic marker comprises a well. 

Claims 17-20 and 23-24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gadd (5,447,511). 

Gadd discloses a surgical instrument system, as shown in figure 2, comprising a 
surgical instrument 10 having an aperture 30, a tag 34, and securing means 32 for 
securing the tag 34 to the instrument 12 at the aperture 30. The tag 34 is fully capable 
of being detected by electronic means, and therefore comprises an electronic tag. 

With respect to claim 18, the securing means 32 is an elongated anchor, as 
shown in figure 2. 

With respect to claim 19, the securing means 32 is attached to the tag 34, and 
therefore is integrally connected to the tag. 

With respect to claim 20, the tag 34 has an eyelet, shown in figure 2 but not 
numbered, through which the anchor 32 passes. 

With respect to claim 23, the securing means 32 comprises a flexible lanyard 
which passes through the eyelet of the tag 34 and the aperture 30 of the instrument 12, 
as shown in figure 2. 

With respect to claim 24, the securing means 32 comprises a flexible loop, as 
shown in figure 2, having two ends joined to form the loop, and the tag 34 inserted 
through the loop. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 6, 13, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Abels (4,193,405). 

Abels discloses all aspects of the claimed invention with the exception of a staple 
or adhesive. Abels discloses stitching the pocket of the sponge around its perimeter, as 
shown in figure 5. Staples and adhesives are well-known in the art for providing 
suitable sealing means without the need for stitching. It would therefore be obvious to 
one of ordinary skill in the art at the time of invention to provide the sponge of Abels with 
staple or adhesive means for sealing to obviate the need for stitching the perimeter of 
the sponge. 

Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gadd (5,447,511). 

Gadd discloses all aspects of the claimed invention with the exception of a rivet 
or screw. Gadd discloses attaching the tag to the instrument by means of an anchor, as 
shown in figure 2. It is well-known in the art to use rivets and screws to attach two flat, 
solid pieces of material such as the tag and the instrument of Gadd in order to provide a 
secure attachment. It would therefore be obvious to one of ordinary skill in the art at the 
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time of invention to attach the tag of Gadd to the instrument with a screw or rivet in 
order to provide the tag with a secure attachment to the instrument. 

Allowable Subject Matter 

Claims 4, 7, and 14 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The prior art of record fails to disclose an attachment or fastening means 
comprising a snap system or a hook-and-loop fastening system. Snap and hook-and- 
loop systems provide a releasable and resealable means of attachment. The closest 
prior art of record to Abels discloses a non-resealable means of attachment, stitching, 
and does not disclose a desire to allow for a releasable and resealable means of 
attachment. Therefore, the prior art of record does not teach nor fairly suggest the 
claimed invention. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patents 6,840,943; 6,632,228; 5,041,103; 4,658,818; 
4,205,680; and 3,698,393 disclose surgical instruments having markers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Lynne Anderson whose telephone number is (571) 
272-4932. The examiner can normally be reached on Monday through Friday. 



Application/Control Number: 10/650,377 



Page 6 



Art Unit: 3761 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on (571) 272-1 115. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



cla 

September 28, 2005 



TATYANA ZALUKAEVA 
SUPERVISORY PRIMARY EXAMINER 




